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- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b).. 

Status 

1)^ Responsive to communication(s) filed on 01 December 2006 . 
2a)D This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-60 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) S Claim(s) 1-60 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2.Q Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Applicant response filed on 12/01/2006 has been received, and the preliminary 
amendment filed on Nov. 15, 2001 has been considered. 

Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1, 12-15, 18-23, 26-28, 31-32, 35, 40, 43, 48, 51, 54, 57, and 60, drawn to 
a recording and reproducing method including the feature of" a reading step. . . an 
information obtaining step of obtaining positional information which indicates 
positions of previous and subsequent data groups of a specific data group in the 
read first MPEG data with respect to said specific data group, on the basis of the 
first MPEG data; an information addition step of adding the positional 
information at a determined position in the first MPEG data to generate second 
MPEG data; and a recording step of recording the second MPEG data on a 
second recording medium", classified in class 386, subclass 111. 

II. Claims 2, 5, 8, 10, 16-17, 24, 29, 33, 37, 41, 46, 49, 52, 55, and 58 drawn to a 
recording/reproducing method including the feature of "a decoding step. . .a re- 
encoding step. . .; and a recording step of recording the second MPEG data on a 
second recording medium" classified in class 386, subclass 112. 

III. Claims 3-4, 6-7, 9, 1 1, 25, 30, 34, 36, 38-39, 42, 44, 45, 47, 50, 53, 56, and 59, 
drawn to a recording/reproduction method including the feature of" a reading 
step. . . ; a decoding step. . . ;a re-encoding step. . . ; an information obtaining step of 
obtaining positional information which indicates positions of previous and 
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subsequent data groups of a specific data group in the second MPEG data with 
respect to said specific data group, on the basis of the second MPEG data; an 
information addition step of adding the positional information at a determined 
position in the second MPEG data, to generate third MPEG data; and a 
recording step of recording the third MPEG data on a second recording 
medium", classified in class 386, subclass 109. 

Note that some of the dependent claims are included in one or more group because they 

depend on more than one independent claim. 

3. The inventions as grouped above are distinct inventions not useable together. The three 
groups of inventions are useable apart from each other and have unique specific structures not 
required of the other, and can therefore be separately useable as distinct inventions. For example 
the recording/reproducing method as recited in claim 1 of group I does not require the features of 
"a decoding step of decoding the read first MPEG data to generate a decoded signal; a re- 
encoding step of re-encoding the decoded signal so as to make the amount of information smaller 
than that of the first MPEG data" as cited in page 49 lines 2-6 in claim 2 of group II, and an 
information obtaining step of obtaining positional information which indicates positions of 
previous and subsequent data groups of a specific data group in the second MPEG data with 
respect to said specific data group, on the basis of the second MPEG data; an information 
addition step of adding the positional information at a determined position in the second MPEG 
data, to generate third MPEG data; and a recording step of recording the third MPEG data on 
a second recording medium" as cited inn pages 49-50 of claim 1 of group III. 
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Moreover the recording/reproducing method as cited in claim 2 of group II does not 
require the features of "an information obtaining step of obtaining positional information which 
indicates positions of previous and subsequent data groups of a specific data group in the read 
first MPEG data with respect to said specific data group, on the basis of the first MPEG data; an 
information addition step of adding the positional information at a determined position in the 
first MPEG data to generate second MPEG data; and a recording step of recording the second 
MPEG data on a second recording medium" as cited in page 48 lines 9-16 in claim 1 of group I, 
and "a recording step of recording the third MPEG data on a second recording medium" as 
cited in claim 3 of group III. 

In addition the recording/reproducing method as cited in claim 3 of group III does not 
require the feature of "an information obtaining step of obtaining positional information which 
indicates positions of previous and subsequent data groups of a specific data group in the read 
first MPEG data with respect to said specific data group, on the basis of the first MPEG data; 
an information addition step of adding the positional information at a determined position in the 
first MPEG data to generate second MPEG data; and a recording step of recording the second 
MPEG data on a second recording medium" as cited in claim 1 of group I, and the feature of "a 
recording step of recording the second MPEG data on a second recording medium" as cited in 
claim 2 of group II. 

4. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 
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5. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHIBRU HELEN whose telephone number is (571) 272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, THAI Q. TRAN can be reached on 571 272 7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



